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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 
In re Application of: FUTURE ADS LLC ) Law Office: 109  
    ) 
Serial No. 85134539 ) Examining Attorney: Stephanie M. Ali 
    ) 
Filed: September 21, 2010 ) 
    ) 
Mark: ARCADEWEB & Design 
 

) 

 In reply to the brief of the Examining Attorney filed January 9, 2012, for which the 

period for reply ends January 29, 2012, Applicant requests reversal of the refusal to register and 

publication of the application. For the first time on record, the Examining Attorney contends that 

the combined term ARCADEWEB is descriptive and relies, exclusively, on Applicant’s prior 

Supplemental Register registration for the same term. However, circumstances have changed 

since that registration, and in view of the new evidence presented herein to counter the 

Examining Attorney’s new argument, any contention of descriptiveness should be deemed 

unpersuasive and the application should advance to publication. 

APPLICANT’S REPLY BRIEF 

I. 

A. The terms “arcade” and “web” are not merely descriptive of Applicant’s services 

DISCUSSION 

 The Examining Attorney first alleges that the individual words “arcade” and “web” 

merely describe features of Applicant’s services—a contention completely inconsistent with the 

Examining Attorney’s prior insistence, in an Office action, that the Applicant had to disclaim the 

combined term ARCADEWEB. At that time, the Examining Attorney contended that the 

combined mark could not be dissected into separate terms, and the Board should require the 

Examining Attorney to adhere to the well-established anti-dissection rule. The problem for the 

Office, of course, is that the mark is presented as a coined, combination term, and in all actual 
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commercial use—as exemplified by the evidence presented for separate purposes elsewhere in 

this brief—the Applicant consistently uses the combined term. The Examining Attorney has 

presented zero

 Furthermore, if the terms “arcade” and “web” are properly considered separately, the 

terms are not merely descriptive of Applicant’s services, based on the identification of services 

that is presently of record. Applicants have fully addressed this issue in their opening appeal 

brief and the Examining Attorney’s brief does not present any new arguments on this issue. For 

at least this reason, the Examining Attorney should be reversed and the case should move to 

publication.  

 evidence of record to suggest that the public would perceive the mark as two 

words or perceive the words as descriptive; there is no consumer survey or evidence of 

descriptive usage of  “arcade web” to refer to anything. The Office has not met its burden to 

show mere descriptiveness by substantial evidence. 

B. The term ARCADEWEB is not merely descriptive of Applicant’s services 

 1. 

 The Examining Attorney also alleges, for the first time, that the combined term 

ARCADEWEB is descriptive in relation to the services recited in the application, relying solely 

on Applicant’s registration 3881836 of the mark ARCADEWEB on the Supplemental Register

Supplemental Register Registration is Moot 

1

 Applicant has already established in its opening brief the term ARCADEWEB is not 

merely descriptive of the services for which registration is sought.  The Examining Attorney has 

 

as alleged evidence of descriptiveness. However, the Examining Attorney’s contention should be 

deemed unpersuasive because Applicant have already addressed the issue, the issue is moot in 

view of a new filing by the Applicant or, in the alternative, because the mark has acquired 

distinctiveness. 

                                                 
 1 Applicants applied on October 16, 2009 on an ITU basis, filed a Statement of Use establishing use at least 
as early as May 24, 2010, and amended to the Supplemental Register on July 9, 2010. 
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failed to effectively refute Applicant’s argument on that point. In addition, the only evidence 

presented by the Examining Attorney in support of her allegation–Applicant’s Supplemental 

Register registration—is effectively now moot; Applicants have since filed an application for the 

same mark to be registered on the Principal Register, application 85/527,505 of January 27, 

2012.  An application on the Principal Register is an assertion that the mark applied for is 

inherently distinctive. As there is no procedural mechanism to “promote” a Supplemental 

Register registration to the Principal Register, a new application is the recognized mechanism to 

accomplish the same effect.  

 Moreover, circumstances have changed since the October 2009 application that resulted 

in the Supplemental Register registration; Applicant has achieved extensive use of the subject 

mark, with millions of page views as further described below, and the mark is properly viewed as 

inherently distinctive or at least as suggestive. The Supplemental Register registration is 

immaterial and is utterly inadequate, in the face of all other evidence herein, as a basis to refuse 

registration.  For at least this reason, the Examining Attorney should be reversed. 

 2. 

 While Applicant maintains that ARCADEWEB is not descriptive of Applicant’s services 

and is inherently distinctive or at least suggestive, in the alternative, the ARCADEWEB mark 

has acquired distinctiveness under Section 2(f) of the Trademark Act.  The descriptiveness of a 

mark shall not prevent the registration of a mark used by the Applicant "which has become 

distinctive of the Applicant's goods in commerce." 15 U.S.C. §1052 (f). 

In the Alternative—Mark Has Acquired Distinctiveness 

The ARCADEWEB mark has acquired distinctiveness at least through Applicant’s 

widespread usage of the mark. The mark has been extensively promoted. In addition, a vast 

number of people have used Applicant’s services, with which the mark has been prominently 

displayed. Furthermore, there is substantial evidence that the ARCADEWEB mark has only been 

associated with the Applicant as the source of goods. See Declaration of David Shapiro, General 
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Counsel and Executive Vice President of Business and Legal Affairs at the Applicant company, 

with accompanying exhibits, submitted concurrently herewith; Declaration of Christopher J. 

Palermo, with exhibits, submitted concurrently herewith.  For all these reasons, Applicant is 

entitled to a claim of acquired distinctiveness and registration of the mark.  

 Extensive promotional efforts have been devoted to the ARCADEWEB mark, resulting 

in extensive use on the internet by individual users, all of whom can be assumed to recognize the 

ARCADEWEB brand and identify the mark with one source. The website Arcadeweb.com and a 

Facebook application each feature the ARCADEWEB mark.  Shapiro Decl., Exh. 3, 9, 10, and 

11. The web analytics firm Compete.com has determined that Arcadweb.com receives over two 

million unique visitors per year and is ranked the 904th

 The ARCADEWEB web site has been remarkably popular. Shapiro Decl. ¶2. The site has 

awarded frequent cash prizes to online players; at least 7,900 cash prizes, totaling over $100,000, 

have been given out since May 24, 2010. Id. Indeed, Shapiro Decl. Exh. 9 features 164 pages of 

actual testimonials by people who won cash prizes through the ArcadeWeb website or 

application. Shaprio Decl. ¶5, Exhibit 9.  Each visitor to the ArcadeWeb website was heavily 

exposed to the ARCADEWEB mark, because as Exhibits 9, 10, and 11  show, the 

ARCADEWEB mark is used prominently on the pages of the website.  

 most commonly visited website in terms 

of unique visitors per year. Shapiro Decl. ¶4, Exh. 1, Exh. 2. For the kind of service that is 

provided through the ARCADEWEB site, a ranking of 904 is remarkably high and indicates 

great popularity, as does having two million unique visitors per month—they indicate that over 

two million different people per month are exposed to the brand, recognize the brand and 

associate it with the source.  Id. ARCADEWEB’s Facebook application has been “liked” by over 

15,000 users. Shapiro Decl. ¶4, Exh. 3. According to data gathered by AppData, an application 

metrics firm, the ArcadeWeb facebook application has at least 400 active users per day and 

5,000 active users per month. Shapiro Decl. ¶4, Exh. 4. 
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 Furthermore, there is substantial evidence that the public associates the ARCADEWEB 

mark primarily with Applicant’s services. See Palermo Decl. ¶2, Exh. 5, 6, 7, and 8, which show 

the first four pages of a Google search for the term “arcadeweb.” Exhibit 5 indicates that a search 

using the keyword ARCADEWEB yields over 46,000 references to the term. In the first four (4) 

pages of results submitted here, every one of the results reference services associated with the 

Applicant. For example, the results include links to the ARCADEWEB website described herein, 

social media outlets such as Facebook and Twitter pages for the ARCADEWEB app and related 

services discussed above, news articles discussing the same website, and YouTube videos 

featuring a particular game offered by Applicant.  

 Applicants have provided substantial evidence that the mark ARCADEWEB has acquired 

distinctiveness through Applicant’s widespread usage of the mark. At minimum, the record 

provides ample evidence “tending to show that the mark distinguishes such goods,” the standard 

of 37 C.F.R. §2.41(a), as Applicant is not required to prove distinctiveness beyond a reasonable 

doubt.  While the mark clearly should be deemed inherently distinctive or at least suggestive, the 

record provides ample support for an alternative finding of acquired distinctiveness. For all these 

reasons, the Examining Attorney should be reversed. 

II. 

 The terms “arcade” and “web”, considered individually, are not descriptive of 

Applicant’s services. In addition, the coined combined term ARCADEWEB is also not 

descriptive of Applicant’s services based on the evidence of record when considered in 

connection with the services recited in the application. In the alternative, the mark 

ARCADEWEB has acquired distinctiveness under §2 (f) of the Lanham Act. 

CONCLUSION 

/ / / 

/ / / 

/ / /  
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 Accordingly, Applicant respectfully requests reversal of the Examining Attorney’s 

refusal to register the Mark and requests an order for withdrawal of the requirement to disclaim 

the term ARCADEWEB so that the application may proceed to publication.  

Respectfully submitted, 

HICKMAN PALERMO TRUONG & BECKER LLP 
 

By 
Christopher J. Palermo 
/ChristopherJPalermo/    

      Attorneys for Applicant 
 
Dated:  
 

January 30, 2012 

1 Almaden Boulevard, Floor 12 
San Jose, California  95113 
Tel. (408) 414-1202 
Facsimile: (408) 414-1076 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
 
In re Application of: FUTURE ADS LLC ) Law Office: 109  
    ) 
Serial No. 85134539 ) Examining Attorney: Stephanie M. Ali 
    ) 
Filed: September 21, 2010 ) 
    ) 
Mark: ARCADEWEB & Design ) 

 

DECLARATION OF DAVID SHAPIRO 

 

I, DAVID SHAPIRO, DECLARE: 

 1. I am General Counsel and Executive Vice President of Business and Legal Affairs 

at the applicant company Future Ads LLC and its wholly owned subsidiary ArcadeWeb LLC. I 

am familiar with the above-referenced trademark application.  I am aware that the Examining 

Attorney mailed an Appeal Brief in the Appeal of this application on January 9, 2012 and I make 

this declaration in support of a reply to the Examiner’s Appeal Brief. I am over the age of 18 and 

competent to make a declaration in this jurisdiction. 

2. Future Ads LLC and/or its wholly owned subsidiary ArcadeWeb LLC has owned 

and operated an online service, accessible using a Web browser at the domain arcadeweb.com, 

under the brand ARCADEWEB, since at least as early as May 24, 2010. In our view, the 

ARCADEWEB site is remarkably popular. We have awarded at least 7,900 cash prizes, totaling 

at least $100,000, to individual end users of the ARCADEWEB site since inception.  

3. Attached to this declaration as Exhibit 1 and Exhibit 2 are true and correct copies 

of screen images prepared in January 2012 from an online service at the domain 

www.compete.com.  The COMPETE service is a well-known, third party service that measures 

traffic to web sites and compiles data about the number of unique visitors to sites, typically on a 

monthly basis, and ranks the popularity of websites.  As seen in Exhibit 1, COMPETE reports 
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that the ARCADEWEB site enjoyed at least 2,193,375 unique visitors in December 2011, and 

ranked 904th among all web sites in terms of visitor traffic.  Exhibit 2 shows the definitions of 

Unique Visitors and Rank that COMPETE uses. For the kind of service that we provide through 

the ARCADEWEB site, a ranking of 904 is remarkably high and indicates great popularity. 

Having two million unique visitors per month also indicates great popularity and brand 

recognition—it indicates that over two million different people per month are exposed to the 

ARCADEWEB brand and view or use the service. 

4. Attached to this declaration as Exhibit 3 is a true and correct copy of a screen 

image that was generated in January 2012 by an ARCADEWEB application, in the Facebook 

social networking service, that is published and provided by us. As indicated in Exhibit 3, over 

15,000 users of the Facebook service have indicated that they “like” the ARCADEWEB 

application and at the time over 500 users had posted messages or other comments about the 

ARCADEWEB application. Attached as Exhibit 4 is a true and correct copy of a screen image 

that was generated in January 2012 from APPDATA, an online service that tracks and reports the 

usage of online applications including Facebook applications. Exhibit 4 states that as of the last 

30 days, ARCADEWEB on Facebook enjoyed at least 400 daily application users (DAU) and at 

least 5,000 monthly users (MAU). These figures also indicate that ARCADEWEB enjoys 

significant brand recognition and widespread usage within the Facebook community. 

5. Attached as Exhibit 9, Exhibit 10, and Exhibit 11 are true and correct copies of 

screen shots of the ARCADEWEB service at the domain arcadeweb.com.  Exhibit 9 depicts and 

features actual testimonial messages from real people who won cash prizes through the 

ARCADEWEB website or application. Exhibit 10 is an example of a game play screen. Exhibit 

11 is an example of a complete home page screen. 

6. VERIFICATION.  The undersigned, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 18 

U.S.C. 1001, and that such willful false statements and the like may jeopardize the validity of the 

application or any resulting registration, declares that all statements in this declaration made of 
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his/her own knowledge are true and all statements in this declaration made on information and 

belief are believed to be true. 

 

Signed at Irvine, California, this 30th day of January, 2012.  

 
 
By__________/DavidShapiro/__________________ 
 David Shapiro 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
 
In re Application of: FUTURE ADS LLC ) Law Office: 109  
    ) 
Serial No. 85134539 ) Examining Attorney: Stephanie M. Ali 
    ) 
Filed: September 21, 2010 ) 
    ) 
Mark: ARCADEWEB & Design ) 

 

DECLARATION OF CHRISTOPHER J. PALERMO 

 

I, CHRISTOPHER J. PALERMO, DECLARE: 

 1. I am an attorney of record in the above-referenced application, representing the 

applicant company Future Ads LLC. I am aware that the Examining Attorney mailed an Appeal 

Brief in the Appeal of this application on January 9, 2012 and I make this declaration in support 

of a reply to the Examiner’s Appeal Brief. I am over the age of 18 and competent to make a 

declaration in this jurisdiction. 

2. Attached to this declaration as Exhibit 5, Exhibit 6, Exhibit 7, and Exhibit 8 are 

true and correct copies of screen images prepared in January 2012 from the results of keyword 

searches performed using the nation’s leading online Web search service, Google.  Exhibit 5 

indicates that a search using the keyword ARCADEWEB yields over 46,000 references to the 

term. Exhibits 5-8 are four (4) successive pages of the top search results for such a search and all 

uses of the term ARCADEWEB in the search results refer to the ARCADEWEB service of the 

applicant company. 

3. VERIFICATION.  The undersigned, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 18 

U.S.C. 1001, and that such willful false statements and the like may jeopardize the validity of the 

application or any resulting registration, declares that all statements in this declaration made of 
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his/her own knowledge are true and all statements in this declaration made on information and 

belief are believed to be true. 

 

Signed at San Jose, California, this 27 day of January, 2012.  

 
 
By /ChristopherJPalermo/  
 Christopher J. Palermo  
 
























